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Jack G. Abid
Registered Patent Attorney

Education

• Bachelor of Sciences in Electrical 
Engineering from Georgia Institute of 
Technology 

• Bachelor of Sciences in Physics from 
Jacksonville University 

• Juris Doctor from University of Florida Levin 
College of Law

Experience

• Born and raised in Jacksonville, FL 

• 18 years of patent counseling experience

• Subject matter experience

• Electrical and semiconductor

• Medical devices 
(e.g., arthroplasty implants (mandible, knee, hip, hand), medical 
treatment devices, AI powered diagnosis, patient specific additive 
manufacturing)

• Software and communications

• Hydrocarbon recovery

• Antenna design 
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Patentable?

• 35 USC §101

“Whoever invents or discovers any new 
and useful process, machine, 
manufacture, or composition of matter, or 
any new and useful improvement thereof, 
may obtain a patent therefor, subject to 
the conditions and requirements of this 
title.”

• 35 USC §102/103
New and Non-obvious
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5

Patent Rights

• So, what is a patent grant exactly?

• A patent is a grant from the Federal 
Government to an inventor for a limited 
time to prohibit others from making, 
using, selling, or offering for sale a 
product or process which infringe a claim 
of an issued patent
• Negative right and perhaps counter 

intuitive   
• This is NOT a license to make your 

invention without being sued by others

http://www.addmg.com/
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Patent Types

• 3 Types of Patents
• Plant patent

• Invented or discovered and asexually reproduced 
a distinct and new variety of plant, other than a 
tuber propagated plant or a plant found in an 
uncultivated state

• Design patents
• Visual ornamental characteristics embodied in, or 

applied to, an article of manufacture

• Utility patents
• Any new and useful process, machine, article of 

manufacture, or composition of matter, or any new 
and useful improvement thereof

• Provisional and Non-Provisional patent 
applications

http://www.addmg.com/
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Design Patent

•Scope controlled by 
figures

•More limited and less 
flexible 

•Less expensive to 
procure

•Single claim, 
references the figures 
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Design Claim Scope
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Utility Patent

•Scope controlled by 
claims

•More than one 
claim

•Broader scope and 
more flexible

•More expensive to 
procure

•Claims are complex 
sentences

http://www.addmg.com/
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Utility Patent Claims
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Utility Patent Claims

• Independent and dependent 
claims

• Claims fees – 3/20

• Tiers of protection or fallbacks

• Proverbial heart of the patent
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Utility Patent Claims
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Provisional Utility Patent 
Application

• Establish an early effective filing date

• Does not have to meet the formal 
requirements of a utility application

• Allows the term “patent pending” to be 
used with the invention

• Not examined

• A non-provisional (utility) application 
has to be filed claiming benefit of 
provisional within twelve (12) months

http://www.addmg.com/
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Patent Term

• 20 years from the earliest priority 
date (utility & plant)

• Patent Term Extension

• 15 years from grant date (design)

• Maintenance Fees
• 3.5, 7.5, 11.5

• Grow geometrically

http://www.addmg.com/
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USPTO Fees

• USPTO is a fee funded division of the 
Department of Commerce

• No shortage of fees
• Filing fee, examination fee, search 

fee, RCE fee, issue fee, extension fee, 
terminal disclaimer fee, petition fee, 
inventor change fee, early publication 
fee, claims fee, prioritized examination 
fee, filing in paper fee, filing with the 
wrong digital file format fee, 
application too big fee

• Micro/Small/Large entity

http://www.addmg.com/
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Patent Marking

• A patentee who makes or sells 
patented articles, or a person who 
does so for or under the patentee is 
required to mark the articles with the 
word “patent” and the number of the 
patent 

• Failure to provide notice may limit 
ability to recover damages

• Can’t mark “patented” or “patent 
pending” unless actually patented or 
application filed

http://www.addmg.com/
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Patent Marking
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USPTO: Application Process

• Preparation and filing of 
a patent application

• Examining corps

• 2-3 year wait, sometimes 
longer
• Prioritized examination

• Prosecution

• Allowance and issuance

• Cost is front loaded and 
back loaded (bimodal)

http://www.addmg.com/
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Publication of Patent 
Applications

• US and most foreign jurisdictions 
publish pending patent 
applications
• 18 months after filing

• Unconverted provisional patent 
applications do not publish 

• US allows you to keep NPV 
application private till issuance
• No foreign filing 

http://www.addmg.com/
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Utility Patent Follow-on 
Applications

• Follow-on applications
• Continuations 
• Continuation-in-part

• Restriction requirement and 
divisional applications 

• Very flexible regime at the USPTO

• Terminal disclaimers
• Continuation applications
• Common ownership 

http://www.addmg.com/
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Patents are Transferable Assets

• Patents are assets, albeit intangible, 
and are valuable for businesses

• For technology-based healthcare 
businesses, this is your bread and 
butter for your IP

• Very few limits on transferability
• Can be leveraged as security for loans
• Can be sold as part of an asset sale and 

licensed back 
• Can be acquired when parent entity is 

acquired

http://www.addmg.com/
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Enforcement of Patents

• Enforcement is exclusively within the 
Federal Courts and the ITC

• Offensive use
• In combination with proper marking, 

they are public fence posts for 
potential competitors 

• They can be used as weapons in court

• Source of licensing revenue

• Infringement controlled by the claims

http://www.addmg.com/
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Pitfalls

• Disclosures
• Offers for sale

• Publications

• Social media

• Tradeshows

• Delayed and pro se filings

• Inventor/owner mayhem 

http://www.addmg.com/
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More Pitfalls

• Paper up employees/contractors
• Default rule in federal law

• “hired to invent” under Florida law

• Independent contractor versus 
employee versus employee “hired 
to invent”

• Avoid ambiguity
• Employment/contractor agreements 
with IP clauses

http://www.addmg.com/
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Licensing

• Form of patent monetization 

• Patent Owner (Licensor) promises not 
to sue the Licensee

• License fee/royalties are 
consideration

• Types of licenses
• exclusive 
• non-exclusive

• Inspection rights for licensor

• Enforcement rights

http://www.addmg.com/
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Trade Secret 

• Any information that …
• provides the owner of the information 

with a competitive advantage in the 
marketplace, and

• is treated in a way that can reasonably 
be expected to prevent the public or 
competitors from learning about it, 
absent improper acquisition or theft
• Examples: 

• Colonel’s secret recipe
• Coca-Cola formula
• Google search engine 

ranking algorithm
• Motor Vehicle Self-driving AI

http://www.addmg.com/
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Trade Secret: Florida Statute 

• FSA §688.002 “Trade secret” means 
information, including a formula, pattern, 
compilation, program, device, method, 
technique, or process that:
• (a) Derives independent economic value, 

actual or potential, from not being 
generally known to, and not being readily 
ascertainable by proper means by, other 
persons who can obtain economic value 
from its disclosure or use; and

• (b) Is the subject of efforts that are 
reasonable under the circumstances to 
maintain its secrecy.

http://www.addmg.com/
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Misappropriation: Florida Statute 

FSA §688.002
• (a) Acquisition of a trade secret of another by a person who knows or 

has reason to know that the trade secret was acquired by improper 
means; or

• (b) Disclosure or use of a trade secret of another without express or 
implied consent by a person who:
• 1. Used improper means to acquire knowledge of the trade 

secret; or
• 2. At the time of disclosure or use, knew or had reason to 

know that her or his knowledge of the trade secret was:
• a. Derived from or through a person who had utilized improper 

means to acquire it;
• b. Acquired under circumstances giving rise to a duty to maintain 

its secrecy or limit its use; or
• c. Derived from or through a person who owed a duty to the 

person seeking relief to maintain its secrecy or limit its use; or
• 3. Before a material change of her or his position, knew or 

had reason to know that it was a trade secret and that 
knowledge of it had been acquired by accident or mistake.

http://www.addmg.com/
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Enforcement

• Misappropriation of trade secrets

• State law (Chapter 688 of FL 
Statutes)
• Attorney’s fees for bad faith
• Injunction

• Varies from state to state

• UTSA (48 states + PR/DC)

• Some states offer criminal 
penalties (e.g., California)

http://www.addmg.com/
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Pitfalls

• Failure to paper up employees

• Unenforceable NDAs

• Lack of security protocol

• Failure to act promptly

• Balancing act of trade secrets and 
patents
• Publication

http://www.addmg.com/
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Common Scenario: Rogue 
Former Employee

• Before leaving employer, 
employee appropriates

• Confidential and proprietary 
information

• Client lists

• Price schedules

• Technical know-how (+/-) 

• Waymo-Uber Example

http://www.addmg.com/
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Conclusion

• Questions?

 
jabid@allendyer.com

https://twitter.com/Lambda_Sector

https://www.linkedin.com/in/jackabid/

https://www.instagram.com/stantonian/
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